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DETAILED ACTION

Claim Rejections - 35 USC§102

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the

basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless -

(b) the invention was patented or described in a printed pubhcation in this or a foreign country or in pubUc use or on

sale in this country, more than one year prior to the date of apphcation for patent in the United States.

2. Claims 24-27, 38-40, and 44 are rejected under 35 U.S.C. 102(b) as being anticipated by

Anderson et al. (5,909,155).

Regarding claim 24, Anderson et al. (col. 3, line 6-col. 4, line 62) discloses a module

comprising a housing 12 having a front wall 14 and a rear wall 16, the front wall 14 including a

conductive material; rear connectors 40-0 to 40-8 mounted at the rear wall 16; and at least one

receptacle 38 defined through the front wall 14, the receptacle 38 having a depth of sufficient

magnitude to choke emissions generated within the housing 12.

Furthermore, the limitation of "for receiving a circuit component" in claim 24 has been

considered, but does not result in a structural difference. It has been held that a recitation with

respect to the manner in which a claimed apparatus is intended to be employed does not

differentiate the claimed apparatus from a prior art apparatus satisfying the claimed structural

limitations. Exparte Masham, 2USPQ2d 1647(1987).

Regarding claim 25, Anderson et al. (col. 3, line 6-col. 4, line 62) discloses a front

connector 41 positioned within the housing 12.



Application/Control Number: 10/505,3 12 Page 3

Art Unit: 2831

Furthermore, the limitation of "for interfacing with the circuit component" in claim 25

has been considered, but does not result in a structural difference. It has been held that a

recitation with respect to the manner in which a claimed apparatus is intended to be employed

does not differentiate the claimed apparatus from a prior art apparatus satisfying the claimed

structural limitations. Exparte Masham, 2 USPQ2d 1647 (1987).

Furthermore, the limitation of "adapted to guide the circuit component into the front

connector" in claim 25 has been considered, but does not result in a structural difference. It has

been held that a recitation that an element is "adapted to" perform a function is not a positive

limitation but only requires the ability to so perform. It does not constitute a limitation in any

patentable sense. In re Hutchinson, 69 USPQ 138.

Regarding claim 26, Anderson et al, (col 3, line 6-col. 4, line 62) discloses a plurality of

the receptacles (60-1 to 60-8), each receptacle (60-1 to 60-8) having a depth of sufficient

magnitude to choke emissions generated within the housing 12.

Furthermore, the limitation of "for receiving a pluraUty of circuit components" in claim

26 has been considered, but does not result in a structural difference. It has been held that a

recitation with respect to the manner in which a claimed apparatus is intended to be employed

does not differentiate the claimed apparatus from a prior art apparatus satisfying the claimed

structural limitations. Exparte Masham, 2 USPQ2d 1647 (1987).

Regarding claim 27, Anderson et al, (col, 3, line 6-col. 4, line 62) discloses a front wall

14.

Furthermore, the Umitation of "configured to choke RF emissions to a level such that the

module radiates signals that are 100 db down or better from a carrier across a frequency range of
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5 megahertz to 1 gigahertz, even in the absence of covers" in claim 27 has been considered, but

does not result in a structural difference. It has been held that a recitation that an element is

"configured to" perform a function is not a positive limitation but only requires the ability to so

perform. It does not constitute a limitation in any patentable sense. In re Hutchinson^ 69 USPQ

138.

Regarding claims 38 and 40, Anderson et al. (col. 3, line 6-col. 4, line 62) discloses that

the module 10 comprises splitter/combiner module (abstract) and includes splitter/combiner

circuitry (abstract), and wherein the circuit component comprises an attenuator pad (abstract).

Regarding claim 39, Anderson et al. (col. 3, line 6-col. 4, line 62) discloses a module

comprising a housing 12 having a front wall 14 and a rear wall 16, the front wall 14 including a

conductive material; rear connectors 40-0 to 40-8 mounted at the rear wall 16; a front connector

41 positioned within the housing 12 adjacent to an interior side of the front wall 14; and at least

one receptacle 38 defined through the front wall 14 at a location in alignment with the front

connector 41, the receptacle 38 being defined by one or more guide surfaces.

Furthermore, the Umitation of "for connecting with a circuit component" and "adapted

for guiding the circuit component through the front wall and into contact with the front

connector" in claim 39 have been considered, but do not result in a structural difference. It has

been held that a recitation with respect to the manner in which a claimed apparatus is intended to

be employed does not differentiate the claimed apparatus from a prior art apparatus satisfying the

claimed structural limitations. Exparte Masham, 2 USPQ2d 1647 (1987).

Regarding claim 44, Anderson et al. (col. 3, Une 6-col. 4, Une 62) discloses a module

comprising a housing 12 having a front wall 14 and a rear wall 16, the front wall 14 including a
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conductive material; rear connectors 40-0 to 40-8 mounted at the rear wall 16; a receptacle 38

defined through the fi-ont wail 14; an attenuator pad (abstract) received within the receptacle 38;

and a cover 100, the cover being.

Furthermore, the limitation of "for covering the attenuator pad" in claim 44 has been

considered, but does not result in a structural difference. It has been held that a recitation with

respect to the manner in which a claimed apparatus is intended to be employed does not

differentiate the claimed apparatus fi'om a prior art apparatus satisfying the claimed structural

limitations. Exparte Masham, 2USPQ2d 1647(1987).

Also, the Umitation of"configured such that an attenuation value provided on the

attenuation pad can be determined without removing the cover" in claim 44 has been considered,

but does not result in a structural difference. It has been held that a recitation that an element is

"configured to" perform a function is not a positive limitation but only requires the ability to so

perform. It does not constitute a limitation in any patentable sense. In re Hutchinson^ 69 USPQ

138.

Claim Rejections - 35 USC§103

3. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in

section 102 of this title, ifthe differences between the subject matter sought to be patented and the prior art are

such that the subject matter as a whole would have been obvious at the time the invention was made to a person

having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the

manner in which the invention was made.

This apphcation currently names joint inventors. In considering patentability ofthe

claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various
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claims was commonly owned at the time any inventions covered therein were made absent any

evidence to the contrary. Applicant is advised of the obUgation under 37 CFR 1,56 to point out

the inventor and invention dates of each claim that was not commonly owned at the time a later

invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c)

and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a),

4. Claims 28-32 and 42 are rejected under 35 U.S.C. 103(a) as being unpatentable over

Anderson et al.

Regarding claims 28, Anderson et al. (col. 3, line 6-col. 4, line 62) discloses a module 10

having depth, but lacks a module having a depth greater than .15 inches.

However, it would have been obvious to one having ordinary skill in the art at the time

the invention was made to modify Anderson et al. by providing a module having a depth greater

than .15 inches, since it has been held that discovering the optimum value of a result eflfective

variable involves only routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215

(CCPA 1980).

Regarding claim 29, Anderson et al. (col. 3, line 6-col. 4, line 62) discloses a module 10

having depth, but lacks a module having a depth at least .2 inches.

However, it would have been obvious to one having ordinary skill in the art at the time

the invention was made to modify Anderson et al. by providing a module having a depth at least

.2 inches, since it has been held that discovering the optimum value of a result effective variable

mvolves only routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980).

Regarding claim 30, Anderson et al. (col. 3, line 6-col. 4, line 62) discloses a module 10

having depth, but lacks a module having a depth at least .3 inches.
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However, it would have been obvious to one having ordinary skill in the art at the time

the invention was made to modify Anderson et al. by providing a module having a depth at least

.3 inches, since it has been held that discovering the optimum value of a result effective variable

involves only routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980).

Regarding claim 3 1, Anderson et al. discloses a cover 100.

Furthermore, the Umitation of "adapted to be mounted over the receptacle" in claim 31

has been considered, but does not result in a structural difference. It has been held that a

recitation that an element is "adapted to" perform a function is not a positive Umitation but only

requires the ability to so perform. It does not constitute a Umitation in any patentable sense. In

re Hutchinson, 69 USPQ 138.

Regarding claim 32, Anderson et al. (col. 5, lines 26-38) discloses that a cover 100

includes metal.

Regarding claim 42, Anderson et al. (col. 3, line 6-col. 4, Une 62) discloses that the

module 10 comprises spUtter/combiner module (abstract) and includes spUtter/combiner circuitry

(abstract), and wherein the circuit component comprises an attenuator pad (abstract).

5. Claims 33-37, 41, and 43 are rejected under 35 U.S.C. 103(a) as being unpatentable over

Anderson et al. in view ofVogele (4,873,600).

Regarding claim 33, Anderson et al. discloses the invention substantially as claimed, but

lacks a cover made of a nonconductive material.

It is well known in the art to use ofnonconductive plastic materials in electrical housings

depending on the desired properties of the housing being constructed, Vogele teaches the use of

a nonconductive plastic material to form a junction box or "utility station" 10 in order to prevent
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excessive corrosion in a harsh marine environment. See in particular the discussion at column 3

lines 39-47 in Vogele.

It would have been obvious to one having ordinary skill in the art at the time the

invention was made to construct the cover of Anderson et al. from a nonconductive plastic

material in order to prevent corrosion due to moisture or humidity in the environment in view of

the teaching of Vogele.

Regarding claim 34, Anderson et al. discloses the invention substantially as claimed, but

lacks a cover including plastic.

It is well known in the art to use plastic materials in electrical housings depending on the

desired properties of the housing being constructed. Vogele teaches the use of a plastic material

to form a junction box or *^ItiUty station" 10 in order to prevent excessive corrosion in a harsh

marine environment. See in particular the discussion at column 3 lines 39-47 in Vogele.

It would have been obvious to one having ordinary skill in the art at the time the

invention was made to construct the cover ofAnderson et al. from a plastic material in order to

prevent corrosion due to moisture or humidity in the environment in view of the teaching of

Vogele.

Regarding claims 35 and 43, Anderson et al. discloses the invention substantially as

claimed, but lacks a cover including at least a portion that is transparent.

It is well known in the art to use plastic materials to create transparent portions in

electrical housings depending on the desired properties ofthe housing being constructed. Vogele

teaches the use of a plastic material to form a junction box or "utility station" 10 in order to
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prevent excessive corrosion in a harsh marine environment. See in particular the discussion at

column 3 lines 39-47 in Vogele.

It would have been obvious to one having ordinary skill in the art at the time the

invention was made to construct the cover of Anderson et al. from a plastic material including at

least a portion that is transparent in order to prevent corrosion due to moisture or humidity in the

environment in view of the teaching of Vogele.

Regarding claim 36, Anderson et al. (col. 4, lines 62-67) discloses an attenuator pads.

Regarding claim 37, Anderson et al. (figure 1) discloses a cover 100.

Furthermore, the Umitation of "for covering the attenuator pads" in claim 37 has been

considered, but does not result in a structural difference. It has been held that a recitation with

respect to the manner in which a claimed apparatus is intended to be employed does not

differentiate the claimed apparatus from a prior art apparatus satisfying the claimed structural

limitations. Exparte Masham, 2USPQ2d 1647(1987).

Furthermore, the limitation of "configured such that attenuation values of the attenuator

pads can be determined without removing the cover from the housing" in claim 37 has been

considered, but does not result in a structural difference. It has been held that a recitation that an

element is "configured to" perform a function is not a positive limitation but only requires the

ability to so perform. It does not constitute a limitation in any patentable sense. In re

Hutchinson, 69 USPQ 138.

Regarding claim 41, Anderson et al. discloses a module 10 comprising a housing 12

having a front wall 14 and a rear wall 16, the front wall 14 including a conductive material; rear
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connectors 40-0 to 40-8 mounted at the rear wall 16; at least one receptacle 38 defined through

the fi-ont wall 14; and a non-metallic cover 100, but lacks a non-metallic cover.

It is well known in the art to use plastic materials in electrical housings depending on the

desired properties of the housing being constructed. Vogele teaches the use of a plastic material

to form a junction box or "utility station" 10 in order to prevent excessive corrosion in a harsh

marine environment. See in particular the discussion at column 3 lines 39-47 in Vogele.

It would have been obvious to one having ordinary skill in the art at the time the

invention was made to construct the cover ofAnderson et al. from a non-metallic material in

order to prevent corrosion due to moisture or humidity in the environment in view ofthe

teaching ofVogele.

Furthermore, the limitations of "for receiving a circuit component" and "for covering the

receptacle" in claim 41 have been considered, but do not result in a structural difference. It has

been held that a recitation with respect to the manner in which a claimed apparatus is intended to

be employed does not differentiate the claimed apparatus from a prior art apparatus satisfying the

claimed structural limitations. Exparte Masham, 2 USPQ2d 1647 (1987).

* Conclusion

6. The prior art made of record and not relied upon is considered pertinent to applicant's

disclosure.

Glover U.S. Patent No. 6,242,690 discloses an EMI shielding including a cover and

receptacles.
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7. Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Anton B Harris whose telephone number is (571) 272-1976. The

examiner can normally be reached on weekdays from 8:30am to 5:00pm.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Mr.

Dean Reichard, can be reached on (571) 272-2800 ext 3 1. The fax phone number for the

organization where this application or proceeding is assigned is (571) 273-8300.

6/26/06
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